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REMARKS 

Reconsideration of the pending application is respectfully requested on the 
basis of the following particulars. 

1. Statement concerning common ownership 

U.S. application serial no. 10/567,562 and U.S. patent no. 6,755,409 were, at 
the time the invention of application serial no. 10/567,562 was made, owned by 
KOSMEK, LTD., see respective assignments recorded at reel/frame 013722/0830 and 
017270/0808. It is noted that the difference in assignee name is attributed to the 
change in the English name of the company. 

2. Information disclosure statement 

Enclosed herewith is a copy of Japanese publication no. JP 2003-311572, 
which is listed on the Form PTO-1449 submitted on February 8, 2006. Also 
submitted is an English language abstract. The relevance of this publication is 
identified in the International Search Report established in PCT/JP2004/010196, a 
copy of which was also provided on February 8, 2006. 

Accordingly, acknowledgement of consideration of Japanese publication no. 
JP 2003-31 1572 is respectfully requested in the next Office communication. 

3. In the drawings 

Indication of acceptance of the drawings filed on February 8, 2006 is 
respectfully requested in the next Office communication. 

4. In the claims 

As shown in the foregoing LIST OF CURRENT CLAIMS, the claims have 
been amended to more clearly point out the subject matter for which protection is 
sought. 

Claims 1 and 6-9 are amended to remove reference numerals. It is respectfully 
submitted that no new matter is added, since the use of reference numerals does not 
affect the scope of the claims (MPEP § 608.0 l(m)). 
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Claim 1 is further amended in order to clarify that there is no invocation of 35 
U.S.C. § 1 12, sixth paragraph. It is respectfully submitted that no new matter is added 
as the minor changes merely provide clarity without changing the scope of the claims. 

Claims 1 and 6-9 are further amended to provide proper antecedent basis for 
every recited element. It is respectfully submitted that no new matter is added as the 
changes merely correct minor informalities. 

Claims 2-5 and 10-13 are left unchanged and are withdrawn from further 
consideration. 

Entry of the LIST OF CURRENT CLAIMS is respectfully requested in the 
next Office communication. 

5. Rejection of claims 1 and 6-9 under 35 U.S.C. § 103^ as being unpatentable 
over U.S. patent no. 6J55.409 (Yonezawa. hereinafter "the 409 patent"} in 
view of U.S. patent no. 6.527,266 (Yonezawa. hereinafter "the 266 patent"} 

Reconsideration of this rejection is respectfully requested on the basis that the 
'409 patent fails to qualify as prior art under 35 U.S.C. § 103(a), in view of 35 U.S.C. 
§ 103(c)(1), by virtue of the fact that the '409 patent only meets the date requirements 
for 35 U.S.C. § 102(e), and the '409 patent and the pending application were 
commonly owned at the time the invention was made (see Statement concerning 
common ownership above; MPEP §706.02(1)(1)). 

Accordingly, since the '409 patent is properly disqualified as prior art, a prima 
facie case of obviousness cannot be maintained, and withdrawal of this rejection is 
respectfully requested. 

Further, pending claim 1 requires a fluid flow hole opened in the straight outer 
surface of the intermediate member. Such a structure is not disclosed or suggested in 
either the '409 patent or the '266 patent. In particular, the hole 65 referred to in the 
Office action does not extend through the straight outer surface of the intermediate 
member. 
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The '266 patent fails to cure this deficiency, and instead merely discloses that 
a fluid provided between the tapered surface 28 of the shuttle member 23 and the 
tapered positioning hole 12 acts to clean the surfaces thereof, but does not confirm a 
tightly attached condition between them (col. 3, lines 6-15; col. 6, lines 13-22). 

Thus, since neither the '409 patent nor the '266 patent discloses a fluid flow 
hole opened in the straight outer surface of the intermediate member, the proposed 
combination also fails to disclose this structure. 

Accordingly, since the proposed combination fails to disclose every feature of 
pending claim 1, a prima facie case of obviousness cannot be maintained, and 
withdrawal of this rejection is respectfully requested. 

As mentioned above, applicants submit that independent claim 1 is patentable 
and therefore, claims 6-9, which depend from claim 1, are also considered to be 
patentable as containing all of the elements of claim 1, as well as for their respective 
recited features. 
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6. 



Conclusion 



In view of the foregoing remarks, it is respectfully submitted that the 
application is in condition for allowance. Accordingly, it is respectfully requested that 
every pending claim in the present application be allowed and the application be 
passed to issue. 

If any issues remain that may be resolved by a telephone or facsimile 
communication with the applicants' attorney, the examiner is invited to contact the 
undersigned at the numbers shown below. 

BACON & THOMAS, PLLC Respectfully submitted, 



625 Slaters Lane, Fourth Floor 
Alexandria, Virginia 22314-1 176 
Phone: (703) 683-0500 
Facsimile: (703) 683-1080 




Date: December 26, 2007 



PATRICK M. BUECHNER 
Attorney for Applicants 
Registration No. 57,504 
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(57) Abstract: 



PROBLEM TO BE SOLVED: To provide an automatic 
positioning device for precisely and automatically posi- 
tioning a work pallet on a table. 

SOLUTION: A circular positioning hole 5 is opened in 
a work pallet 3. A plug member 12 to be inserted in 
the hole 5 is protruded from a base plate 2, wherein a 
slanting outer surface 13 tucking upwardly is provided. 
A thin cylindrical intermediate member 15 is arranged 
around the outer circumference of the plug member 
12. A straight outer surface 16 inserted in the position- 
ing hole 5, and a slanting inner surface 17 facing the 
slanting outer surface 13 of the plug member 12 are 
provided in the intermediate member 15. A plurality of 
balls 18 are inserted between both slanting surfaces 
13 and 17. The intermediate member 15 is lockably 
moved downwards through a pulling member 21 with 
a disc spring 34, and on the contrary, the intermedi- 
ate member 15 is releasably moved upwardly through 
the pulling member 21 with pressure oil in a hydraulic 
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